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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)13 Responsive to communicatlon(s) filed on 15 November 2004 . 
2a)\3 This action is FINAL. 2b)IEI This action is non-final. 

3) D Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed In accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) 13 Clalm(s) 1:3 Is/are pending In the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1z3 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)E The drawing(s) filed on 07 July 2003 is/are: a)\3 accepted or b)S objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner, Note the attached Office Action orfonm PTO-152. 

Priority under 35 U.S.C. § 119 

1 2)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0- 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3, n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 10/614,705 Page 2 

Art Unit: 3751 

1. Applicant filed amendments that were received July 19, 
2004, July 22, 2004, and September 3, 2004. Neither of these 
amendments comply with 37 CFR 1.121, A copy of rule 121 is 
included herewith for applicant's convenience. Accordingly, the 
noted amendments can not be entered. 

2. In response to applicant's letters that were received 
September 27, 2004, October 7, 2004, November 1, 2004, November 
8, 2004, and November 15, 2004, the instant application will be 
re-examined. However, such examination will be based upon the 
application as originally filed. 

3. The drawings are objected to because reference numeral "1" 
(pg. 4 In. 6) is missing therefrom, and reference numeral "13" 
appears to designate different elements between Figs. 3 and 4. 
Corrected drawing sheets in compliance with 37 CFR 1.121(d) are 
required in reply to the Office action to avoid abandonment of 
the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior 
version of the sheet, even if only one figure is being amended. 
The figure or figure number of an amended drawing should not be 
labeled as ''amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered 
and appropriate changes made to the brief description of the 
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several views of the drawings for consistency. Additional 
replacement sheets may be necessary to show the renumbering of 
the remaining figures. The replacement sheet (s) should be 
labeled ^'Replacement Sheet" in the page header (as per 37 CFR 
1.84(c)) so as not to obstruct any portion of the drawing 
figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to 
the drawings will not be held in abeyance. 

4. The disclosure is objected to because of the following 
informalities: Reference numerals 12, 17-25 and 28 of the 
drawings lack a detailed description. 

Appropriate correction is required- 

5. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this c 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

6. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Brown. 

The Brown reference discloses, a dual flush valve 
comprising: a first flush valve 21; a partial flush operator 
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Art Unit: 3751 

handle 47; and a full flush operator handle 28, as claimed. Re 
claim 1, the Brown dual flush valve is capable of being used 
with a "new" flush tank in the functionally recited manner. Re 
claim 2, the Brown dual flush valve is capable of being used "80 
to 85 percent" of the time in the functionally recited manner. 

7. Applicant is referred to MPEP 714.02 and 608.01 (o) in 
responding to this Office action. A copy of the noted sections 
is included herewith. 

8, Any inquiry concerning this communication should be 
directed to Robert M. Fetsuga at telephone number 571/272-4886 

who can be most easily reached Monday through Thursday. 




Robert M. Fetsuga 

Primary Examiner 
Art Unit 3751 



or when such amendment mi^ not otherwise be proper, they may be admrtted 
i^on a showir^ of ^od and sufficient reasons they are necessary and were 
not earlier presented. 

(d) No amendment can be made as a matter of ri^ in appealed cases. After 
decision on appeal, amendments can only be made as provided in §§ 1 . 1 98 and 
1,981, or to carry into effect a recommendation under § 1.196 or § 1.977. 

[24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29, 1981; para, (a) revised, 62 PR 
53131, Oct 10, 1997, eflfective Dec. 1, 1997; revised, 65 FR 14865, Max. 20, 2000, 
eflfective May 29, 2000 (adopted as final, 65 FR 50092, Aug 16, 2000); paras, (b) and 
(d) revised, 65 FR 76756, Dec. 7, 2000, eflfective Feb. 5, 2001] 
§1.117 [Reserved] 

[Removed and reserved, 62 FR 53 1 3 1 , Oct, 1 0, 1 997, eflfective Dec. 1 , 1 997] 
§ 1.118 [Reserved] 

[48 FR 2712, Jaa 20, 1983, eflfective Feb. 27, 1983; renwved and reserved, 62 FR 
53131, Oct. 10, 1997, eflfective Dec. 1, 1997] 
§ 1.119 [Reserv^ed] 

[32 FR 13583, Sept 28, 1967; removed and reserved, 62 FR53131, Oct 10, 1997, 
eflfective Dec. 1, 1997] 

§ 1.121 Manner of making amendments in applications. 

(a) Amendments in applications, other than reissue applications. Amendments 
in applications, other than reissie applications, are made by filing a paper, in 
conpliance with § 1.52, directing that specified amendments be made. 

(b) Specification . Amendments to the specification, other than the claims, 
conputer listings (§ 1.96) and sequence listings (§ 1.825), must be made by 
adding, deleting or replacing a paragraph, by replacing a section, or by a 
substitute specification, in the manner specified in this sectioa 

(1) Amendment to delete, replace, or add a paragraph . Amendments to the 
specification, including amendment to a section heading or tiie title of the 
invention which are considered fi3r amendment purposes to be an amendment 
of a paragraph, must be made by submitting: 

(i) An instruction, wdiich unambiguous^ identifies the location, to delete one 
or more paragraphs of the specification, replace a paragraph with one or 
more replacement paragr^hs, or add one or more paragr^hs; 

(ii) The full text of any replacement paragraph with markings to show all the 

changes relative to the previous version of the paragraph The text of any 
added subject matter must be shown by underlining the added text. The 
text of any deleted matter must be shown by strike-throu^ except that 
double brackets placed before and after the deleted characters may be 
used to show deletion of five or fewer consecutive characters. The text of 
any deleted subject matter must be shown by being placed within double 
brackets if strikethrou^ cannot be easily perceived; 

(iii) The fiJl text of any added paragraphs without any underlining; and; 

(iv) The text of a paragraph to be deleted must not be presented with 
strike- through or placed within double brackets. The instruction to delete 
may identify a paragraph by its paragraph number or include a few words 
fi-om the beginning, and end, of the paragraph, if needed for paragraph 
identification purposes. 

(2) Amendment by replacement section . If the sections of the specification 



contain section headings as provided in § 1, 77(b), § 1.154(b), or § 1.163(c), 
amendments to the specification, other than tfie claims, may be made by 
submitting: 

(i) A reference to the section heading along with an instruction, which 
unambiguous^ identifies the location, to delete that section of the 
specification and to replace such deleted section with a replacement 
section; and; 

(ii) A replacement section with markings to show all changes relative 
to the previous version of the sectioa The text of any added subject 
matter must be shown by underlining the added text. TTie text of any 
deleted matter must be shown by strike-throu^ except that double 
brackets placed before and after tiie deleted characters may be used to 
show deletion of five or fewer consecutive characters. The text of any 
deleted subject matter must be shown by being placed within double 
brackets if strike-tfirou^ cannot be easily perceived. 

(3) Amendment by substitute specification . The specification, other than the 
claims, may also be amended by submitting:: 

(i) An instruction to replace the specification; and 

(ii) A substitute specification in compliance wifli §§ 1 .125(b) and (c). 

(4) Reinstatement of previously deleted paragraph or section . A previously 
deleted paragraph or section may be reinstated only by a subsequent 
amendment adding the previousb^ deleted paragr^h or sectioa 

(5) Presentation in subsequent amendment document . Once a paragraph 
or section is amended in a first amendment document, the paragraph or 
section shall not be represented in a subsequent amendment document unless 
it is amended ag^in or a substitute specification is provided. 

Claims . Amendments to a claim must be made by rewriting the entire claim with 
all changes {e.g., additions and deletions) as indicated in this subsection, except 
when the claim is being canceled. Each amendment document that includes a 
change to an existing claim, cancellation of an existing claim or addition of a new 
claim, must include a complete listing of all claims ever presented, including the text 
of all pending and withdrawn claims, in the applicatioa The claim listing, including 
the text of the claims, in the amendment document will serve to replace all prior 
versions of the claims, in the applicatioa In the claim listing, the status of every 
claim must be indicated after its claim number by using one of the foltowing 
identifiers in a parenthetical e^q^ression: (Original), (Currently amended), 
(Canceled), (Withdrawn), (Previously presented), (New), and (Not entered). 

(1 ) Claim listing. All of the claims presented in a claim listing shall be 
presented in ascending numerical order. Consecutive claims having the same 
status of "canceled" or 'Viot entered" may be aggregated into one statement 
{e.g.. Claims 1-5 (canceled)). The claim listing shall commence on a separate 
sheet of the amendment document and the sheet(s) that contain the text of aity 
part of the claims shall not contain any other part of the amendment. 

(2) When claim text with markings is required. All claims being current^ 
amended in an amendment paper shall be presented in the claim listing, 
indicate a status of "currently amended," and be submitted witfi markings to 
indicate the changes that have been made relative to the immediate prior 
version of the claims. The text of any added subject matter must be shown by 
underlining the added text. The text of ar^ deleted matter must be shown by 



strike- throu^ except that double brackets placed before and after the 
deleted characters may be used to show deletion of five or fewer consecutive 
characters. The text of axry deleted subject matter nust be shown by being 
placed within double brackets if strike- throu^ cannot be easily perceived. 
On^ claims having the status of "currently amended," or "withdrawn" if also 
being amended, shall include markings. If a withdrawn claim is current^ 
amended, its status in the claim listing may be identified as 'Svithdrawn — 
current^ amended." 

When claim text in clean version is required The text of all pending 
claims not being current^ amended shall be presented in the claim listing in 
clean version, i.e. , without arr/ markings in the presentation of text. The 
presentation of a clean version of Biry claim having the status of "original," 
"withdrawn" or "previous^ presented" will constitute an assertion that it has 
not been changed relative to the immediate prior versbn, except to omit 
markings that may have been present in the immediate prior version of tfie 
claims of the status of "withdrawn" or "previous^ presented." Any claim 
added by amendment must be indicated with the status of "nev/' and 
presented in clean version, /.e., without any underlining 

(4) When claim text shall not be presented; canceling a claim. 

(i) No claim text shall be presented for any claim in the claim listing with the 
status of "canceled" or '*not entered." 

(ii) Cancellation of a claim shall be effected by an instructk)n to cancel a 
particular claim number. Identifying the status of a claim in the claim listing 
as "canceled" will constitute an instruction to cancel the claim 

(5) Reinstatement of previously canceled claim. A claim wdiich was 
previously canceled may be reinstated onfy by adding the claim as a "new'' 
claim with a new claim number. 

(d) Drawings. One or more appKcatwn drawings shall be amended in the folbwing 
manner: Any changes to an ^plicatk)n drawing must be in compliance wifli § 1 .84 
and must be submitted on a replacement sheet of drawings which shall be an 
attachment to the amendment document and, in the header, labeled 
"Replacement Sheet." Any replacement sheet of drawings shall include aJl of the 
figures appearing on the immediate prior version of the sheet, even if on^ one 
figure is amended. All changes to the drawing(s) shall be explained, in detail, in 
either the drawing amendment or remarks section of the amendment paper. 

(1 ) A marked- n) copy of any amended drawing figure, including annotations 
indicating the changes made, may be included. The marked- up copy must be 
clearly labeled as "Annotated Marked-ip Drawings" and must be presented in 
the amendment or remarks section tfmt explains &e change to the drawings. 

(2) A marked- copy of any amended drawing figure, including annotations 
indicating the changes made, must be provided vs^en required by the 
examiner. 

(e) Disclosure consistency. The disclosure must be amended, vAien required by 
the OflSce, to correct inaccuracies of descrption and definition, and to secure 
substantial correspondence between the claims, the remainder of the 
specification, and the drawings. 

(0 No new matter No amendment may introduce new matter into the disclosure 
of an applicatioa 

(g) Exception for examiner's amendments. Changes to the specification, including 

• ' ■■ ' ■< 



(3) 



* ^ paragraphs of the specification of record is not considered a change that must be 
shown pursuant to this paragraph. 

(d) A substitute specification under diis section is not permitted in a reissi^ 
application or in a reexamination proceeding 

[48 FR2712, Jaa 20, 1983, eflfectiveFeb, 27, 1983; revised, 62 FR 53131, Oct 10, 
1997, effective Dec. 1, 1997; paras, (b)(2) and (c) revised, 65 FR 54604, Sept. 8, 2000, 
effective Nov. 7, 2000; paras, (b) and (c) revised, 68 FR 3861 1, June 30, 2003, 
eflfective J\iy 30, 2003] 
§ 1.126 Numbering of claims. 

The original numbering of the claims must be preserved throughout the prosecutioa 
When claims are canceled the remaining claims must not be renumbered. When claims 
are added, they must be numbered by the applicant consecutive^ beginning with the 
number next following the hi^est numbered claim previously presented (whether entered 
or not). When the application is ready for allowance, the examiner, if necessary, will 
renumber the claims consecutive^ in the order in v^ch they appear or in such order as 
may have been requested by applicant. 

[32 FR 13583, Sept. 28, 1967; revised, 62 FR 53 131, Oct. 10, 1997, effective Dec. 
1, 1997] 

§ 1.127 Petition from refusal to acbrit amendment. 

From the refusal of the primary examiner to admit an amendment, in v^ole or in part, a . 
petition v^dll lie to the Director under § 1.181. 

[Revised, 68 FR 14332, Mar. 25, 2003, eflfective May 1, 2003] 

TRANSITIONAL PROVISIONS 

§ 1.129 Transitional procedwies for limited examination after final rejection and 
res triction practice • 

(a) An applicant in an application, other than for reissue or a design patent, that has 
been pending for at least two years as of June 8, 1995, taking into account any 
reference made in such application to any earlier filed application under 35 
U.S.C. 120, 121 and 365(c), is entitled to have a first submission entered and 
considered on the merits after final rejection under the following circumstances: 
The OflSce will consider such a submission, if the first submission and the fee set 
forth in § 1.1 7(r) are filed prior to the filing of an appeal brief and prior to 
abandonment of the applicatioa The finality of the final rejection is automatical^ 
withdrawn n^on the timely filing of the submission and payment of the fee set forth 
in § 1.1 7(r). If a subsequent final rejection is made in the application, applicant is 
entitled to have a second submission entered and considered on the merits after 
the subsequent final rejection under the following circumstances: The OflSce will 
consider such a submis-sion, if fiae second submission and a second fee set forth 
in§ 1.17(r) are filed prior to the filing of an appeal brief and prior to 
abandonment of the applicatioa The finality of the subsequent final rejection is 
automatically withdrawn upon the timefy filing of the submission and payment of 
tfie second fee set forth in § 1.1 7(r). Any submission filed after a final rejection 
made in an application subsequent to the fee set forth in § 1.1 7(r) having been 
twice paid will be treated as set forth in § 1 . 1 16. A submission as used in this 
paragraph includes, but is not limited to, an information disclosure statement, an 
amendment to ftie written descrption, claims or drawing;? and a new substantive 
argument or new evidence in support of patentability. 

(b) 

• (1 ) In an application, other than for reissue or a design patent, that has been 



a preceding claim which, in turn, refers to another preceding claim 

A claim which depends from a dependent claim should not be separated by any claim 
which does not also depend from said dependent claim It should be kept in mind that a 
dependent claim may refer to any preceding independent claim In general, applicant's 
sequence will not be changed See MPEP § 608.0 l(n). 

During prosecution, the order of claims may change and be in conflict with the 
requirement that dependent claims refer to a preceding claim According!^, the numbering 
of dependent claims and the numbers of preceding claims referred to in dependent claims 
should be carefulfy checked when claims are renmnbered ipon allowance. 

V. REJECTION AND OBJECTION 

If the base claim has been canceled, a claim which is directly or indirect^ dependent 
thereon should be rejected as inconplete. If the base claim is rejected, the dependent 
claim should be objected to rather than rejected, if it is otherwise allowable. 
Form paragraph 7.43 can be used to state the objectioa 

^ 7.43 Objection to Claims, Allowable Subject Matter 

Claim [ 1 ] objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

608.01(o) [R-2] Basis for Oaim Terminology in Description 

The meaning of every term used in axty of the claims should be apparent from the 
descriptive portion of the specification with clear disclosure as to its inport; and in 
mechanical cases, it should be identified in the descrq^tive portion of the specification by 
reference to the drawing, designating the part or parts therein to which the term applies. 
A term used in the claims may be given a special meaning in the descr5)tioa No term may 
be given a meaning repugnant to the usual meaning of the term 
Usually the terminology of the original claims follows the nomenclature of the 
specification, but sometimes in amending the claims or in adding new claims, new terms 
are introduced that do not appear in the specification. The use of a confining variety of 
terms for the same thing should not be permitted. 

New claims and amendments to the claims already in the application should be 
scrutinized not only for new matter but also for new terminology. While an applicant is 
not limited to the nomenclature used in the application as filed, he or she should make 
appropriate amendment of the specification wdienever this nomenclature is departed from 
by amendment of the claims so as to have clear support or antecedent basis in the 
specification for the new terms appearing in the claims. This is necessary in order to 
insure certainty in construing the claims in tiie li^t of the specification. Ex parte Kotler, 
1901 CD. 62, 95 O.G 2684 (Comm'rPat. 1901). See 37 CFR 1.75, MPEP § 
608 . 0 1 (i) and § 1302.01. >Note that examiners should ensure that the terms and 
phrases used in claims presented late in prosecution of the application (including claims 
amended via an examiner's amendment) find clear sn)port or antecedent basis in the 
descrption so that the meaning of the terms in the claims may be ascertainable by 
reference to the description, see 37 CFR 1.75(d)(1). If the examiner determines that the 
claims presented late in prosecution do not conpfy with 37 CFR 1 .75(d)(1), applicant will 
be required to make appropriate an^ndment to the descrq)tion to provide clear support or 
antecedent basis for the terms appearing in the claims provided no new matter is 
introduced. < 

The specification should be objected to if it does not provide proper antecedent basis for 
the claims by using form paragraph 7.44. 



with a copy of the oath or declaration from the previous^ filed application so long as no 
new matter is included in the specificatioa See 37 CFR 1 .63(d)(l)(iii) and MPEP § 
201.06(c). 

n. PRELIMINARY AMENDMENTS FILED WITH THE APPUCATION< 

A preliminary amendment not filed along with the original application does not enjoy the 
status of part of the original disclosure. See MPEP § 608.04(b). Where an application 
filed under 37 CFR 1 .53(b) is filed without a signed oath or declaration and such 
application is accorrpanied by an amendment, that amendment is considered a part of the 
original disclosure. The subsequent^ filed oath or declaration must refer to both the 
application and the amendment. >If the subsequent^ filed oath or declaration refers to 
the application but does not refer to the amendment, applicants will be required to submit 
a si4)plemental oath or declaration referring to both the application and the amendment 
filed with the original applicatioa< Any copy of the application as filed must include a 
copy of the amendment as well, particular^ where certified copies for priority purposes 
are requested. 

** Any amendment canceling claims in order to reduce the filing fee should be filed with 
the applicatioa ** See MPEP § 506. >If a preliminary amendment accompanying a 
noiprovisional application cancels claims, it will be effective to diminish the number of 
clairiis to be considered in calculating the filing fee. See MPEP § 607. If the preliminary 
amendment accompar^g the nonprovisional application cancels all claims without 
presenting any new claims, tfie OflSce will not enter such an amendment. See Exxon 
Corp. V. Phillips Petroleum Co,, 265 F.3d 1249, 60 USPQ2d 1369 (Fed. Cir. 2001) 
and MPEP § 601.01(e). Thus, the application will not be denied a filing date merely 
because such a preliminary amendment was submitted on filing For fee calculation 
purposes, the OflSce will treat such an application as containing onfy a single claim 

m PRELIMINARY AMENDMENTS MUST BE TIMELY 

Any preliminary amendments should either accompany the application or be filed after the 
application has received its application number and filing date so that the preliminary 
amendments would include the appropriate identifications (e.g, the application number 
and filing date). See MPEP § 502. Any amendments filed after the mail date of the first 
OfiQce action is not a preliminary amendment. If the date of recQvpt (37 CFR 1 .6) of the 
amendment is later than the mail date of the first OflSce action and is not responsive to the 
first pflSce action, the OflBce will mt mail a new OflBce action, but sinply advise ftie 
applicant that the amendment is nonresponsive to the first OflSce action and that a 
responsive reply must be timely filed to avoid abandonment See MPEP § 71 4.03. < 
A preliminary amendment will be entered unless it is dis^proved by the *>Director<. A 
preliminary amendment may be disapproved by the *>Director< if the preliminary 
amendment unduly interferes with the preparation of an OflSce actioa 37 CFR 1.11 5(b). 
See MPEP § 714.03(a), 
714.02 [R-2] Must Be Fully Responsive 

37 CFR 1,1 11. Reply by applicant or patent owner to a non-final Office action. 
(a) 

,(1 ) If the Office action after the first examination ( § 1 . 104) is adverse in any respect, the 
applicant or patent owner, if he or she persists in his or her application for a patent or reexamination 
proceeding, must reply and request reconsideration or further examination, with or without 
amendment. See § § 1,135 and 1.136 for time for reply to avoid abandonment. 

(2) A second (or subsequent) supplemental reply will be entered unless disapproved by the 
Director. A second (or subsequent) supplemental reply may be disapproved if the second (or 
subsequent) supplemental reply unduly interferes with an Office action being prepared in response 
to the previous reply. Factors that will be considered in disapproving a second (or subsequent) 
supplemental reply include;< 



(i) The state of preparation of an Office action responsive to the previous reply as of the 
date of receipt ( § 1.6) of the second (or subsequent) supplemental reply by the Office; and 

(ii) The nature of any changes to the specification or claims that would result fix>m entry 

of the second (or subsequent) supplemental reply. 

(b) In order to be entitled to reconsideration or further ejamination, the applicant or patent 
owner must reply to the Office action. The reply by the applicant or patent owner must be reduced to 
a writing vAiicn distinctly and specifically pomts out the supposed errors in the oaminer's action and 
must reply to every ground of objection and rejection in the prior Office action. The reply must present 
arguments pointing out the specific distinctions believed to render the claims, including any newly 
presented claims, patentable over any applied references. If the reply is with respect to an 
application, a request may be made that objections or requirements as to form not necessary to 
ftjrther consideration of tne claims be held m abeyance until allowable subject matter is indicated. 
The applicant's or patent owner's reply must appear throughout to be a bona fide attempt to 
advance the application or the reexamination proceeding to fmal action. A general allegation that the 
claims defme a patentable invention without specifically pointing out how the language of the claims 
patentably distmguishes them from the references does not comply wdth the requirements of this 
section. 

(c) In amending in reply to a rejection of claims in an application or patent under reexamination, 
the applicant or patent owner must clearly point out the patentable novelty which he or she thinks 
the claims present in view of the state of the art disclosed by the references cited or the objections 
made. The applicant or patent owner must also show how the amendments avoid such references or 
objections. 

In all cases where rep^ to a requirement is indicated as necessary *>for< fiirther 
consideration of the claims, or where allowable subject matter has been indicated in an 
application, a complete reply must either conpfy with the formal requirements or 
specifically traverse each one not complied whh. 

Drawing and specification corrections, presentation of a new oath and the like are 
generally considered as formal matters>, ahhou^ the filing of drawing corrections in 
reply to an objection to the drawings cannot normal^ be held in abeyance<. However, 
the line between formal matter and those touching the merits is not sharp, and the 
determination of the merits of an application may require that such corrections, new oath, 
etc., be insisted ipon prior to any indication of allowable subject matter. 

The claims may be amended by canceling particular claims, by presenting new claims, or 
by rewriting particular claims as indicated in 37 CFR 1.121(c). The requirements of 37 
CFR 1 , 1 1 1 (b) must be complied with by pointing out the specific distinctions believed to 
render the claims patentable over the references in presenting arguments in sq^port of new 
claims and amendments. 

An amendment submitted after a second or subsequent non- final action on the merits 
which is otherwise responsive but wttch increases the number of claims drawn to the 
invention previous^ acted vpon is not to be held not My responsive for lhat reason 
alone. (See 37 CFR 1.112, MPEP § 706.) 

The. pronpt development of a clear issue requires that the replies of the applicant meet 
the objections to and rejections of the claims. Applicant should also specificalty point out 
tiie support for my amendments made to the disclosure. See MPEP § 2163.06. 

An amendment which does not corrply with the provisions of 3 7 CFR 1.121 (b)* *>, (c), 
(d), and (h)< may be held not fijlly responsive **. See MPEP § 714.22. 

Replies to requirements to restrict are treated under MPEP § 818. 

714.03 [R-2] Amendments Not Fully Res pensive Action To Be Taken 

37 CFR 1, 135. Abandonment for failure to reply within time period. 

(c) When reply by the applicant is a bona fide attempt to advance the application to fmal 
action, and is substantially a complete reply to the non-final Office action, but consideration of some 
matter or conq)liance with some requirement has been inadvertently omitted, applicant may be given a 
new time period for reply under § 1.134 to supply the omission. 

An examiner may treat an amendment not fulty responsive to a non- final OflSce action 

by:. 



